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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
2/17/2009 has been entered. 

Information Disclosure Statement 

The information disclosure statement filed 2/17/2009 fails to comply with 37 CFR 
1 .98(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. There 
was no copy of the Finnish patent document, only an English-language abstract was 
provided. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 37-38, 41-44, 46-47 and 50-51 are rejected under 35 U.S.C. 103(a) as 
being unpatentable overTakahashi 4388098 in view of Tikkanen Fl 988328, Ruppert 
6079225, Bocko 46041 18 and Kuisl 4564378. 

Takahashi is directed to making multi-component lanthanum glass; it is 
acknowledged that such is not a simple and has impurity problems (col. 1, lines 12-53). 
Takahashi's solution involves feeding a nebulized lanthanum solution to a burner (see, 
for example, Takahashi, col. 2, lines 3-29.) 
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It is know that the use of a nebulizer is problematic: See Tikkanen (first full 
paragraph, page 4 of the translation) which indicates that nebulized material can 
nucleate into large droplets. Ruppert also reports the further disadvantages that such 
nebulizing requires costly pumps and ultrasonic atomizers, and are maintenance 
intensive and are subject to mechanical wear (col. 1 , lines 42-49). Tikkanen teaches 
the solution to the problem: the use of an atomizing gas at the burner face (page 5, 
lines 1-6). It would have been obvious to use the Tikkanen atomizer/burner combo to 
create the lanthanum multi-component glass because it is disclosed as a way of 
overcoming the prior art problem. Ruppert recognizes substantially the same solution: 
atomizing at the flame. 

Although Tikkanen does not describe the use of a second glass component. 
Bocko serves as evidence as to what is conventional for making multi-component glass 
at col. 1 , lines 54-68. And starting at col. 4, line 63, Bocko also teaches to use a gas 
shield to prevent interaction between components. Kuisl at col. 2, lines 17-25 discloses 
that SiCI4 reacts with water. Thus one would understand that Takahashi's aqueous 
compound might react with the SiCI4 if mixed prematurely - and thus would use the 
Bocko teaching of using concentric tubes - and preferably with a shield gas. 

In summary: it would have been obvious to improve the Takahashi 
multicomponent method, by using the superior Tikkanen burner augmented by 
supplying the SiCI4 in a concentric fume tube around the nebulizer. 
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IT would have been further obvious to perform routine experimentation to 
determine the optimal gas introduction location for the oxygen, hydrogen and inert gas, 
such being a known result effective variable (Tikkanen, page 9). 

Claim 38 is clearly met in light of the above discussion. 

Claim 41 : it is deemed inherent that such would result in homogeneous glass, 
because substantially the same thing happens. Based on Page 5, lines 6-12, applicant 
creates two different oxides that combine to become homogeneous. Since the same 
general conditions exists with the above combination, one would expect the same 
result. 

Claims 42-44, 46-47, 50-51 are clearly met in light of the above discussions. 

Claims 39-40, 45, 48, 49 and 52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable overTakahashi 4388098 in view of Tikkanen Fl 988328, Ruppert 
6079225, Bocko 46041 18 and Kuisl 4564378 as applied to claims 37-38, 41-44, 46-47 
and 50-51 , and further in view of Ainslie 4923279. 

Takahashi does not disclose the use of erbium (nitrate) or aluminum. Rather, 
another rare earth salt (Lanthanum nitrate) and, most generically, "at least one metal 
salt" (col. 2, line 54) are disclosed. Takahashi uses nitrates as the salt in 4 of the 5 
examples. 

Ainslie teaches that erbium is one of the two most important rare earths than that 
one can make oscillators, lasing devices and amplifiers; And that aluminum eliminates 
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loss of dopants (col. 1, lines 13-26, 48-53; col. 3, lines 19-25 and col. 2, lines 40-45). It 
would have been obvious to use erbium as the metal because such is most important 
and to make oscillators, amplifiers and lasing devices. And further obvious to use 
aluminum so as to prevent the loss of dopants. It would have been further obvious to 
supply the metal salt as nitrate, because Ainslie clearly favors the use of nitrates. 



Response to Arguments 

Applicant's arguments filed 2/17/2009 have been fully considered but they are 
not persuasive. 

It is argued that Takahashi does not disclose atomizing the metal salt solution in 
the vicinity of the flame. Examiner disagrees. The term "the vicinity" has not been 
defined by applicant, nor is there an art-recognized meaning for the term. So "the 
vicinity could be anything within 5 miles - or even 500 miles. Applicant has not 
reasonably shown that "the vicinity" excludes Takahashi's atomization location. 
Moreover, Tikkanen provides atomization in substantially a vicinity that is substantially 
identical to at least one of applicant's embodiment's "vicinity. One cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1 981 ); In re Merck & Co., 800 F.2d 1091,231 USPQ 375 (Fed. Cir. 1986). 

It is argued that Tikkanen does not teach a separate liquid salt component with a 
vapor glass component. This is not very relevant, because Takahashi teaches the two 
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claimed components. Tikkanen is merely relied upon to show that one can improve the 
Takahashi process by changing the location of the atomization. 

As to the assertion Official translation was not translated accurately, there is no 
evidence or even assertion as to what was inaccurate about it. Examiner notes that 
applicant's certified translation does not indicate page numbers/breaks or contain the 
drawings. The certified translation also does not include the name of the applicant, the 
publication date and other information from the first page of the Finnish document. 
Examiner notes that the Official translation starts the claims section with "Patent 
claims", but the certified translation omits "Patent". From online translators, it appears 
to Examiner that the correct translation for "Patentkrav" is "Patent claims". Thus it does 
not appear that applicant's certified translation is superior to the Official translation. 

It is also argued that Applicant's translation of the Tikkanen clearly teaches that 
the use of gaseous SiCI4 would be ineffective. Examiner disagrees. 1) The plain 
reading of translation is that the 3883336 device/method is "slow". 2) that Randall 
invested the time and money to get a patent, it is presumed that the method was 
effective enough for Randall's purpose. 3) Even if Tikkanen teaches away from 
gaseous SiCI4, such is related to SiCI4 alone: Tikkanen does not discuss using more 
than one component. Takahashi and the '336 document are concerned with the 
problems of mixed oxides. 

As to the assertion that Tikkanen deals with "all components in liquid form": 
applicant refers to page 2, lines 10-15 of the certified translation. That portion refers to 
"the substance". The jump from one substance to "all components" is not reasonable. 



Application/Control Number: 09/806,775 Page 8 

Art Unit: 1791 

In particular in light of the primary reference Takahashi which teaches mixed component 
glasses is not simple. In other words, one of ordinary skill would not jump from 
Tikkanen's atomizing of a single substance, to the inference that one would atomize two 
substances. One considering both references would understand that, depending upon 
the composition of glass being made, the best process may include one vaporized 
substance, and one atomized substance. It generally would not be invention to perform 
routine experimentation to find the best (known) delivery method each reactant to a 
delivery sight - in particular when it is known that mixed modes of supplying the known 
reactants is sometimes the best over-all process. 

It is argued that Tikkanen teaches away from any gas or vapor feedstock. 
However, there is no rationale or explanation for this. It is clearly false because oxygen 
is a feedstock used to create glass; it is supplied as a gas, and it comprises a majority 
(on both weight and molar %) of Si02. Also, Tikkanen does not teach away from 
Applicant's claimed invention, or from the prior art combination because the disclosure 
of this reference does not criticize, discredit, or otherwise discourage the invention or 
the combination. In re Fulton, 391 F.3d 1195, 1201 , 73 USPQ2d 1141, 1145-46 (Fed. 
Cir. 2004). At best, Tikkanen only criticizes the '336 device - this device is not part of 
the rejection. 

It is also argued that one would not have motivation to combine Takahashi and 
Tikkanen. The Office has set forth the motivation (from Tikkanen and Ruppert). 
Applicant disagrees at the top of page 12 of the 2/17/2009 response, but it is unclear 
what the basis is for the disagreement. 
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As to the statement it would not have been obvious to "improve the pneumatic 
nebulizing of Takahasi". This does not appear to be relevant. Such a modification is 
not stated in the rejection. See the rejection for the actual obvious modifications. 

As to the argument that one skilled would not find that the use of Tikkanen burner 
structure would lead to more homogeneous multicomponent particles. This too does 
not appear to be relevant. The rejection is based on making the process easier and/or 
less costly. The rejection was not based on improving the quality of the Takahashi 
glass. 

As to the pressurization of a tank requiring a pump: The rejection/art refers to 
"costly" pumps. There is no evidence that pressurizing a gas tank requires a "costly" 
pump. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). That is, the arguments regarding Ruppert, Bocko and Tuisl seem to only point 
out that they do not teach all of the claimed features. This is not very relevant because 
the rejection is only based on the specific teachings of those references as set forth in 
the rejection. That each does not teach all limitations is not very important. 

It is also argued that knowing that SiCI4 might react with water is not a sufficient 
incentive to modify the burner structure in Takahashi. However this is merely a 
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339conclusion. No evidence or rationale is provided as to why such is not a sufficient 
incentive. 

The arguments regarding Ainslie have been considered. It is argued that one 
would not combine Ainslies solution doping with the other references. And that Ainslie 
has nothing to do with flame sprayed glass particles with rare earth dopants. These 
arguments are not convincing. Ainslie is cited as showing erbium is one of the two most 
important rare-earth dopants: This is not disputed by applicant. The office found it 
would have been obvious to use erbium as the metal because such is most important 
and to make oscillators, amplifiers and lasing devices: This too has not been disputed. 

Applicant does argue that there is no suggestion to apply the Ainslie dopant to 
the flame method, nor was there evidence that one would expect to be successful if one 
were to try an erbium dopant in the Takahashi method. At col. 3, lines 1-3, Ainslie 
teaches that solution doping "is one of many known techniques of introducing dopants 
into optical fibre." In other words: Takahashi conveys that it is known that one can 
incorporate erbium into a fiber using any of the known technique. Moreover, it is rather 
basic chemistry: Combining a dopant compound with oxygen at a high temperature, 
one would expect the dopant to oxidize and thereby create the metal oxide. See the 
sentence spanning cols. 1-2 of Takahashi. Also, it noted from Applicant's certified 
translation (page 4, lines 2-4) that "any" aqueous or alcohol solution of a desired ion can 
be used. Thus is suggestive that there is reasonable expectation of success for using a 
solution of the desirable erbium ion. Tikkanen (last line of specification) also suggests 
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the process can be used for a variety of materials. Also, Ainslie, at col. 4, lines 44-54 
indicates that oxygen and heating to about 1900 C ensures conversion of erbium 
chloride to the oxide form. Thus it is clear it would not be technologically difficult to 
substitute an erbium compound for the Takahashi compounds to obtain the desired 
erbium-doped fiber. 



Conclusion 

All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.114. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

John Hoffmann 
Primary Examiner 
Art Unit 1791 

/John Hoffmann/ 

Primary Examiner, Art Unit 1791 



